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Amendments 

[1] This office action is responsive to Preliminary Amendment Under 37 C.F.R. § 1.115 
received on August 13, 2008. Claims 1-7 and 24-25 remain pending; claims 8-23 and 26-32 
withdrawn. 

Election/Restrictions 

[2] Applicant's election of claims 1-7 and 24-25 in the reply filed on August 13, 2008 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
See M.P.E.P. § 818.03(a). 

Claim 8-23 and 26-32 are withdrawn from further consideration pursuant to 37 C.F.R. § 
1.142(b) as being drawn to a nonelected invention/species, there being no allowable generic or 
linking claim. 

Specification 

[3] The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 
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Claim Rejections - 35 U.S.C. § 112 

[4] The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 4 and 6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 4 recites the limitation "the compressed" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 6 recites the limitation "the mode instructing means" in lines 5-6. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 U.S.C. § 101 
[5] Claims 1-7 and 24-25 are rejected under 35 U.S.C. § 101 because the claimed invention 
is directed to non-statutory subject matter. All "section" elements (e.g., "a first compressing 
section "; emphasis added) of claims 1-7 and 24-25 are positively supported by software/program 
enablement on a computer which is non-statutory . See, e.g. fig. 1 (depicting the inherency of 
software/program required from scanner item 1001 to printer item 1007 and hard disk drive item 
1009, the same software/program required to perform the apparatus elements of claims 1-7 and 
24-25). 

Claim Rejections - 35 U.S.C. § 102 

[6] The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another tiled in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

[7] Claims 1 is rejected under 35 U.S.C. 102(b) as being anticipated by The JPEG 2000 Still 
Image Compression, IEEE Signal Processing Magazine, 9/2001, pp. 36-58 (hereinafter "Skodras 
et al.")- 

Regarding claim 1, Skodras et al. discloses an apparatus (the computer to perform fig. 2, 
p. 38) for image processing (fig. 2, p. 38) comprising: 

a first compressing section ("[c]ompressed image data" at fig. 2 before "[s]tore or 
[t]ransmit", p. 38) which compresses each block of an image into first compressed data (the 
compressed data after "[cjompressed image data" at fig. 2 before "[s]tore or [tjransmit", p. 38); 

a first code converting section which converts the first compressed data into second 
compressed data so that each block of the second compressed data has a code length equal to or 
different from that of each block of the first code length ("[c]ompressed image data" at fig. 2 
during "[s]tore or [tjransmit", p. 38; i.e., the compressed image data either transmitted or stored a 
first time will have a equal code length before and after using "lossless compression" at p. 38; 
the compressed image data can be stored or transmitted indefinitely before reconstructing the 
image data ); 

a second code converting section which converts the second compressed data into third 
compressed data so that each block of the third compressed data has a code length equal to that 
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of each block of the first code length ("[c]ompressed image data" at fig. 2 during "[s]tore or 
[transmit", p. 38; i.e., the compressed image data either transmitted or stored a second time will 
have a equal code length before and after using "lossless compression" at p. 38; the compressed 
image data can be stored or transmitted indefinitely before reconstructing the image data ); and 

a decoding section (" [reconstructed image data" at fig. 2) which decodes the third 
compressed data. 

Claim Rejections - 35 U.S.C. § 103 

[8] The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

[9] Claims 1-7, and 24-25 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. Patent No. 6,426,809 (issued Jul. 30, 2002, hereinafter "Hayashi et al.") in view of U.S. 
Patent No. 5,786,906 (issued Jul. 28, 1998, hereinafter "Shishizuka"). 

Regarding claim 1, while Hayashi et al. discloses an apparatus (the computer carrying 
out fig. 1) for image processing [intended use; see M.P.E.P. s. 2016(II)(Q] comprising: 

a first compressing section (fig. 1, item 12) which compresses each block of an image 
(image input into fig. 1, item 1) into first compressed data (the compressed data of fig. 1, item 

12); 

a first code converting section (fig. 1, item 13) which converts the first compressed data 
(the compressed data of fig. 1, item 12) into second compressed data (the compressed data of fig. 
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1, item 13) so that each block of the second compressed data has a code length equal to or 
different from that of each block of the first compressed data; and 

a second code converting section ((i) fig. 1, item 15; or (ii) fig. 1, item 6 if item 4 
determines the image is color because it will pull the whole image from item 72; 6:27-30) which 
converts the second compressed data (the compressed data of fig. 1, item 13) into third 
compressed data ((i) the compressed data of fig. 1, item 14; or (ii) the compressed data of fig. 1, 
item 6) so that each block of the third compressed data has a code length equal to that of each 
block of the first compressed data, Hayashi et al. does not disclose a decoding section which 
decodes the third compressed data. 

Shishizuka teaches a decoding section (fig. 1, item 6) which decodes encoded data (5:15- 

21). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the apparatus of Hayashi et al. to include decoding section which decodes encoded 
data as taught by Shishizuka; and for the third compressed data of Hayashi et al. to be the 
decoded data of Shishizuka "to provide a method of processing an image, capable of accurately 
judging an input image as a color or monochrome image" {Shishizuka, 1 :50-52) and "to provide 
an image processing apparatus having various editing functions." {Shishizuka, 2:65-67). 

Regarding claim 2, Hayashi et al. in view of Shishizuka does not disclose wherein the 
decoding section also decodes the first compressed data. 

Shishizuka teaches a decoding section (fig. 1, item 6) which decodes encoded data (5:15- 

21). 



Application/Control Number: 10/806,454 Page 7 

Art Unit: 2624 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the apparatus of Hayashi et al. to include decoding section which decodes encoded 
data as taught by Shishizuka; and for the first compressed data of Hayashi et al. to be the 
decoded data of Shishizuka "to provide a method of processing an image, capable of accurately 
judging an input image as a color or monochrome image" (Shishizuka, 1 :50-52) and "to provide 
an image processing apparatus having various editing functions." (Shishizuka, 2:65-67). 

Regarding claim 3, Hayashi et al. discloses an apparatus for image processing according 
to claim 1, further comprising a color determining section (fig. 1, item 4) which determines 
whether the image is colored or monochromatic, 

wherein the first code converting section converts the first compressed data into the 
second compressed data in accordance with the result of the determination by the color 
determining section ("in accordance" in that they are all part of the same system, i.e. item 12 
converting to item 13 "in accordance" with the same system using item 4 to transmit what was 
intended at item 7) so that each block of the second compressed data has a code length equal to 
or different from that of each block of the first compressed data, and 

the first code converting section converts the second compressed data into the third 
compressed data in accordance with the result of the determination by the color determining 
section ("in accordance" in that they are all part of the same system, i.e. item 13 converting to 
either item 72 or item 73 (see above) "in accordance" with the same system using item 4 to 
transmit what was intended at item 7) so that each block of the third compressed data has a code 
length equal to that of each block of the second compressed data. 
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Regarding claim 4, Hayashi et al. in view of Shishizuka discloses wherein the decoding 
section (Shishizuka; fig. 1, item 6) executes decoding the compressed data ( (i) the compressed 
data of fig. 1, item 14; or (ii) the compressed data of fig. 1, item 6) in a code format (binary code 
format is inherent) of the first compressed data (the compressed data of fig. 1, item 12), and 

the second code converting section (i) fig. 1, item 15; or (ii) fig. 1, item 6 if item 4 
determines the image is color because it will pull the whole image from item 72; 6:27-30) 
converts the second compressed data (the compressed data of fig. 1, item 13) into the third 
compressed data ( (i) the compressed data of fig. 1, item 14; or (ii) the compressed data of fig. 1, 
item 6) so that each block of the third compressed data ( (i) the compressed data of fig. 1 , item 
14; or (ii) the compressed data of fig. 1, item 6) has a code length (the code lengths are equal) 
and a code format (binary code format is inherent) equal to those of each block of the first 
compressed data (the compressed data of fig. 1, item 12). 

Regarding claim 5, Hayashi et al. in view of Shishizuka do not disclose wherein if the 
third compressed data has a code format different from that of the first compressed data, the 
decoding section decodes the third compressed data by converting the code format of the third 
compressed data into a code format of the first compressed data. 

Shishizuka teaches wherein if a later compressed data (the format at transmission at fig. 1, 
item 5) has a code format different from that of original compressed data (monochrome image 
within RGB format at fig. 1, item 1), a decoding section (fig. 1, items 6,7) decodes the later 
compressed data (the format at transmission at fig. 1, item 5) by converting the code format of 
the compressed data into a code format of the original compressed data ("image reproduction 
using black is performed for the monochrome image" at 5:19-21). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the apparatus of Hayashi et al. in view of Shishizuka to include wherein if 
compressed data has a code format different from that of other compressed data, a decoding 
section decodes the compressed data by converting the code format of the compressed data into a 
code format of the other compressed data as taught by Shishizuka et al. and for the first and third 
compressed data of Hayashi et al. in view of Shishizuka to be the original compressed data and 
later compressed data as taught by Shishizuka "to provide a method of processing an image, 
capable of accurately judging an input image as a color or monochrome image" {Shishizuka, 
1:50-52) and "to provide an image processing apparatus having various editing functions." 
{Shishizuka, 2:65-67). 

Regarding claim 6, Hayashi et al. discloses further comprising system control section 
(fig. 1, item 14) for instructing on a mode for image processing [intended use; see M.P.E.P. s. 
201 6(11) (C)], 

wherein the first code converting section (fig. 1, item 13) converts the first compressed 
data (the compressed data of fig. 1, item 12) into the second compressed data (the compressed 
data of fig. 1, item 13) in accordance with the mode instructed on by the mode instructing means 
("in accordance" in that they are all part of the same system, i.e. item 12 converting to item 13 
"in accordance" with the same system using item 14 to transmit what was intended at item 7) so 
that each block of the second compressed data has a code length equal to or different from that of 
each block of the first compressed data, and 

the first code converting section (fig. 1, item 13) converts the second compressed data 
(the compressed data of fig. 1, item 13) into the third compressed data ((i) the compressed data 
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of fig. 1, item 14; or (ii) the compressed data of fig. 1, item 6) so that each block of the third 
compressed data has a code length equal (the code length is equal) to that of each block of the 
first compressed data. 

Regarding claim 7, Hayashi et al. in view of Shishizuka discloses further comprising a 
memory (the memory holding the third compressed data) which stores the third compressed data 
((i) the compressed data of fig. 1, item 14; or (ii) the compressed data of fig. 1, item 6); 

a color determining section (fig. 1, item 4) which determines whether the image is 
colored or monochromatic; and 

system control section (fig. 1, item 14) for instructing on a mode for image processing, 

wherein the decoding section (Shishizuka; fig. 1 , item 6) decodes the third compressed 
data ((i) the compressed data of fig. 1, item 14; or (ii) the compressed data of fig. 1, item 6) read 
from the memory (the memory holding the third compressed data), 

in accordance with at least either a color determination result produced by the color 
determining section (fig. 1, item 4) or the mode instructed on by the system control section (fig. 
1, item 14), the first code converting section (fig. 1, item 13) converts the first compressed data 
(the compressed data of fig. 1, item 12) into the second compressed data (the compressed data of 
fig. 1, item 13) so that each block of the second compressed data (the compressed data of fig. 1, 
item 13) has a code length equal to or different (it is going to be either equal or different) from 
that of each block of the first compressed data (the compressed data of fig. 1, item 12), and 

the memory (the memory holding the third compressed data) stores plural types of third 
compressed data ((i) the compressed data of fig. 1, item 14; or (ii) the compressed data of fig. 1, 
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item 6) having different color determination results and different pieces of mode instruction 
information. 

Regarding claim 24, while Hayashi et al. discloses an apparatus (the computer carrying 
out fig. 1) for image processing [intended use; seeM.P.E.P. s. 2016(II)(C)] comprising: 

a compressing section (fig. 1, item 12) which compresses each block of an image (image 
input into fig. 1, item 1) into first compressed data (the compressed data of fig. 1, item 12) with a 
variable code length; and 

a first code converting section (fig. 1, item 13) which converts the first compressed data 
(the compressed data of fig. 1, item 12) into second compressed data (the compressed data of fig. 
1, item 13) with a fixed code length, Hayashi et al. does not disclose a decoding section which 
decodes the second compressed data. 

Shishizuka teaches a decoding section (fig. 1, item 6) which decodes encoded data (5:15- 

21). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the apparatus of Hayashi et al. to include decoding section which decodes encoded 
data as taught by Shishizuka; and for the second compressed data of Hayashi et al. to be the 
decoded data of Shishizuka "to provide a method of processing an image, capable of accurately 
judging an input image as a color or monochrome image" (Shishizuka, 1 :50-52) and "to provide 
an image processing apparatus having various editing functions." (Shishizuka, 2:65-67). 

Regarding claim 25, while Hayashi et al. discloses an apparatus (the computer carrying 
out fig. 1) for image processing [intended use; seeM.P.E.P. s. 2016(II)(Q] comprising: 
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a compressing section (fig. 1, items 12, 13) which compresses an image into first 
compressed data (the compressed data of fig. 1, item 12) with a fixed code length and second 
compressed data (the compressed data of fig. 1, item 13) with a variable code length; and 

a first code converting section ((i) fig. 1, item 15; or (ii) fig. 1, item 6 if item 4 determines 
the image is color because it will pull the whole image from item 72; 6:27-30) which converts 
the second compressed data (the compressed data of fig. 1, item 13) into third compressed data 
((i) the compressed data of fig. 1, item 14; or (ii) the compressed data of fig. 1, item 6) with a 
fixed code length, Hayashi et al. does not disclose a decoding section which decodes the first or 
third compressed data. 

Shishizuka teaches a decoding section (fig. 1, item 6) which decodes encoded data (5:15- 

21). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the apparatus of Hayashi et al. to include decoding section which decodes encoded 
data as taught by Shishizuka; and for the first or third compressed data of Hayashi et al. to be the 
decoded data of Shishizuka "to provide a method of processing an image, capable of accurately 
judging an input image as a color or monochrome image" {Shishizuka, 1 :50-52) and "to provide 
an image processing apparatus having various editing functions." {Shishizuka, 2:65-67). 
Conclusion 

[10] The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US 5671319 A; US 5757776 A; US 20010038469 Al; US 6473531 Bl; US 6483609 
Bl; US 20030142376 Al; US 20030152279 Al; US 20030228063 Al. 
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[11] Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID P. RASHID whose telephone number is (571)270-1578 
and fax number (571)270-2578. The examiner can normally be reached Monday - Friday 7:30 - 
17:00 ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vikkram Bali can be reached on (571) 272-74155. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/DavicCT. Kashid/ 
Examiner, Art Unit 2624 

David P Rashid 
Examiner 
Art Unit 26244 

/Vikkram Bali/ 

Supervisory Patent Examiner, Art Unit 2624 



